VIETNAM

Patent infringement
judgment sets precedent
Tilleke & Gibbins

Hanoi

Loc Xuan Le and Linh Duy Mai

On February 2 2013, the Ho Chi Minh
City Courtheld a public trial in a dispute
arising out of an infringement of an agro-
chemical patent. The trial attracted sig-
nificant attention from IP practitioners as
it was among the first patent litigation
cases ever tried in the Vietnamese courts.
Additionally, the case was apparently the
first time a foreign patentee had ever
sought to enforce its patent rights before
Vietnamese courts. The ruling in the case
was to be a litmus test for Vietnam’s en-
vironment of patent enforcement.

The plaintiffin the case was a major Eu-
ropean agrochemical company which
holds a patent in Vietnam relating to an
agrochemical combination comprisinga
compound from the chloronicotinyl
group such as imidacloprid, and a com-
pound having a pyrazole group such as
fipronil. The patent also covers compo-
sitions and plant protection products
comprising the combination. The com-
pany brought a charge of patent infringe-
ment against a pesticide producer in Ho
Chi Minh City when some infringing
pesticide products of the defendant came
to the plaintiff’s attention.

In view of the fact ﬁnding which took
place at the hearing, the Court con-
cluded that the defendant had commit-
ted an infringement of the patent rights
of the plaintiff. Accordingly, in its judg-
ment, the court accepted all of the plain-
tift’s claims. The Court ordered the
defendant to immediately stop produc-
ing the infringing products and recall
them from the market for destruction. In
addition, the Court forced the defendant
to withdraw the product registrations of
the infringing products with the Plant
Protection Department under the Min-
istry of Agriculture and Rural Develop-
ment, and issue a public apology to the
plaintiff. The Court also rendered a per-
manent injunction, prohibiting the in-
ﬁ’inger from importing any raw materials

that infringe the plaintiff’s patent and
awarded a reasonable amount of legal
fees to the plaintiff, a rarity in Vietnam.

The judgment the Court entered pro-
vided some precedent-setting rulings for
civil action relating to the infringement
of patents, especially patents in pharma-
ceutical and agrochemical areas.

Role of product registrations

There is a common misunderstanding in
Vietnam of the role of product registra-
tions; registration holders often believe
possession of a valid product registration
makes them immune from other viola-
tions of the law, including the IP laws. In
this case, the defendant also raised the
registration of its products with the Plant
Protection Department as a defence to
the charge of patent infringement. Ac-
cording to the defendant, once their
products were registered for lawful circu-
lation in Vietnam by the competent au-
thorities, the products could not infringe
upon the plaintiff’s patent.

By virtue of the judgment, the Court ed-
ucated the defendant on the independ-
ence of patent and product registration.
The Court warned that Vietnam has not
adopted a patent linkage system. Accord-
ingly, there is no bridge between the
product approval system and the patent
rights associated with the products. The
defendant must assume all legal respon-
sibility for the production and marketing
of the products, even if the products are
approved for circulation.

Permanent injunctions

In Vietnam, the prevailing laws and reg-
ulations stipulate a cessation of the in-
fringement as the final injunction against
the infringement. The laws do not con-
tain express provisions on permanent in-
junctions whereby the court could order
an infringer to never infringe the patent
again. It was uncertain whether a court
could award a ban on future infringe-
ment.

In this case, however, the Court issued
what was, in essence, a permanent in-
junction, by banning the defendant from
infringing the patent in the future, includ-
ing producing infringing drugs and im-
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porting infringing raw materials. The ban
will remain valid until the expiry date of
the patent in question. It seems that the
Court’s ruling has changed the concept
of permanent injunctions, paving the way
for other courts to follow suit.

Invalidation of patent during
civil litigation

Many IP practitioners believe that seek-
ing an invalidation of the patent in ques-
tion at the National Office of Intellectual
Property (NOIP) will cause a stay of the
civil proceedings. This theory had not
been tested in practice as patent litigation
is very new in Vietnam. During civil liti-
gation, the defendant sought to test the
theory with a view to prolonging the pro-
ceedings. The defendant filed a request
for invalidation of the patent in question
amid the civil proceedings. The respon-
dent seemed to believe that the court
would suspend the entire proceedings,
pending the resolution of the invalidation
by the NOIP.

In fact, the Court’s ruling ran counter to
the defendant’s expectation. The Court
dismissed the defendant’s motion for a
stay of the proceedings. It observed that
aslongas the patentis still valid, the court
has to resolve the dispute promptly to
protect the legitimate rights and interests
of the plaintiff. Therefore, the Court de-
cided to move forward with trying the
case and entering a judgment without
waiting for the ruling of the invalidation
by the NOID, setting another precedent
for similar cases that other courts may
have to deal with in the future.

This judgment in favour of a foreign pat-
entee is proof that the patent enforce-
ment system in Vietnam is becoming
more effective. Despite being an agricul-
tural country, Vietnam agreed to enforce
an agrochemical patent of a foreign entity
against a local pesticide producer. The
enforcement sends a positive message to
investors on the patent enforcement en-
vironment in Vietnam.
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